The Final Rejection alleges that EP "950 describes a photothermo- 
graphic material having a backside stabilizer in an amount of at least 0.01 
mmol/m 2 including a compound within the scope of Applicants' Formula II (such 
as a benzotriazole compound on page 18, compound V and page 19, compound 
VII ofEP '950). 

The Final Rejection also alleges that Akashi et al. discloses a 
nitrogen organic base whose pKa of the conjugate acid ranges from 0.5 to 10.0 
and including pyridine, pyrazole, and imidazole compounds. The Examiner 
alleges that it teaches that such compounds provide a heat developable photo- 
sensitive material with excellent sensitivity and storage stability. 

EP '310 is said to disclose a nitrogen-containing compound to 
provide a photothermographic material having sufficient image density and that 
sufficiently suppresses coloration of the non-image portion during storage in the 
dark after development. The photothermographic materials are said to be 
wrapped in a package. Thus, the Final Rejection argues that it has been known to 
use an image stabilizer on the backside of the support and it would have been 
obvious to the worker of ordinary skill in the art at the time the invention was 
made to use a nitrogen-containing compound for that purpose in a photothermo- 
graphic material of EP '950, as taught in either Akashi et al. or EP '310, with a 
reasonable expectation to stabilize the photothermographic materials. 

In response to Applicants' previous arguments, the Final Rejection 
(pages 3-5) argues that the claimed subject matter does not include the photo- 
thermographic materials in a stack or package and only includes a single sheet of 
material. Thus, it is alleged, the advantage of the invention cannot be achieved 
and the backside layer has no utility as a single sheet of material. 

The Examiner also argues that the claimed invention is prima facie 
obvious over the combination of cited prior art. Akashi et al. and EP '310 show 
an amine compound that can be used in the material of EP '950 to stabilize the 
material in the backside by suppressing coloration in the "blank" (non-imaged?) 
portion of the material in the dark during storage. 

The Final Rejection also discounts the previously submitted first 
Rule 132 Declaration because the advantage described therein is related to 
contact of the image-forming layer with the backside of a photothermographic 
material and is thus not consistent with Applicants' arguments and disclosure. 
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Applicants' Rebuttal: 

Applicants' respectfully disagree with all aspects of the Final 
Rejection. They believe that the claimed invention has been misunderstood 
(particularly with respect to the problem solved), the prior art has been 
misapplied, and the first Rule 132 Declaration has been improperly dismissed as 
lacking probative value. Hopefully, the following remarks and the newly 
submitted second Rule 132 Declaration will be persuasive but if not, Applicants 
can make the same arguments and provide the cumulative evidence of unexpected 
results on appeal to one or more panels of different decision-makers. 

As background for Applicants' arguments, a brief explanation of 
the presently claimed invention is now presented. The ability of a photothermo- 
graphic material to be stored prior to imaging without undergoing changes in 
sensitometric or physical properties is often referred to as "raw-stock keeping" 
(RSK) or "shelf stability." One aspect of improving raw-stock keeping is the 
control of fog. Fog is spurious image density that appears in non-imaged areas of 
the photothermographic material after development and is often reported in 
sensitometric results as Dmin. In efforts to make more sensitive photothermo- 
graphic elements, fog is a difficult parameter to control and to maintain at a very 
low level, especially under conditions of high humidity. 

Photothermographic materials contain both the image-forming 
chemistry and the development chemistry in one or more thermally developable 
imaging layers. Fog can increase during storage and prior to use. The premature 
reactions during this time shorten the shelf-life of photothermographic materials 
and the result is often referred to as "shelf-aging fog." 

However, another problem arises after imaging and development 
that will also be observed as an increase in Dmin or fog in the non-imaged areas. 
This problem is known in the industry as "post-processing fog". 

Applicants want to emphasize that the problem addressed by the 
presently claimed invention is to stabilize the photothermographic materials prior 
to imaging and heat development (or processing), thereby reducing "shelf-aging 
fog". This is a "shelf stability" problem. This is not the same problem as 
stabilizing an image in storage after imaging and development to reduce 
"post-processing fog." 
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Applicants solved the "shelf-aging fog" problem with the present 
invention by incorporating specific nitrogen-containing aromatic heterocyclic 
compounds into one or more backside layers of photothermographic materials. 
Such materials are generally stored in stacks of sheets in the packaging or 
imaging apparatus so that the backside of one sheet of material (or film) is in 
contact with another sheet of material (or film) underneath it. Thus, the backside 
layers containing the nitrogen-containing aromatic heterocyclic compound are 
generally in contact with the frontside imaging layers of the underlying film. In 
this arrangement, stabilization of the various stacked photothermographic 
materials can be achieved. 

The compounds defined by Structures I and II of the presently 
claimed invention have been found to solve the. "shelf-aging fog" problem. 
Evidence of this fact is provided in the representative Examples of the present 
application in which the shelf stability of the photothermographic materials was 
evaluated by stacking the film strips containing the stabilizing compounds with 
their backside coatings in contact with the emulsion side (frontside) of similarly 
prepared film strips of commercially available Kodak DRYVIEW® Medical 
Imaging Film. 

Comparative samples were also prepared and evaluated by 
stacking coated samples containing a backside coating formulation (prepared as 
above, but with the nitrogen-containing aromatic heterocyclic compound omitted) 
in contact with the emulsion side (frontside) of samples of commercially available 
Kodak DRYVIEW® Medical Imaging Film. Strips of DRY VIEW® Film were 
also imaged to provide initial sensitometric data. 

The details of the storage conditions are provided on page 73 of the 
application and the various sensitometric data from imaging after storage were 
used to calculate initial Dmin, contrast ("AC-1"), and photospeed ("SPD-3")- 
Changes (A) in Dmin, were calculated relative to the changes (A) in Dmin for the 
comparative sample. Little losses in contrast ("AC-1) and photospeed ("SPD-3") 
were seen after aging. That data are shown in TABLE I (pages 73-75) of the 
application, and demonstrate that certain nitrogen-containing aromatic 
heterocyclic compounds, when placed in a backside coating in contact with the 
frontside of a photothermographic material, decreased the change in Dmin upon 
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storage at high humidity and thus provided improved control of shelf-aging fog 
with little or no loss in contrast and or photospeed. 

In addition, Applicants have demonstrated that compounds defined 
by Structure V of EP '950 fail to behave as "shelf-aging fog" stabilizers. That is, 
they fail to provide the desired shelf stability under similar conditions carried out 
in the Examples of the present application. The previously submitted first Rule 
132 Declaration by co-Applicant Steven Kong demonstrates that certain 
benzotriazoles (Comparative Compounds A and B) within the scope of 
Structure V of EP '950 were generally poor "shelf-aging fog" stabilizers and in 
fact, in the case of Comparative Compound B, the "shelf-aging fog" became 
worse. Yet, the compounds in EP '950 are described as reducing "browning" in 
the images after processing, i.e. so-called "post-processing fog". Clearly, the 
"post-processing fog" stabilizers of EP '950 are not "shelf-aging fog" stabilizers. 

These results should be compared to the unpredictable benefit 
provided by similar Compounds NCH-28 and NCH-29 of Applicants' claimed 
invention where significant improvement was observed (see the data in the Table 
on page 4 of the first 132 Declaration). Thus, Applicants have also provided a 
showing of unexpected results since it is clearly unpredictable as to which 
nitrogen-containing compounds will solve the noted "shelf-aging fog" problem. 

Applicants are also providing herewith a second Rule 132 
Declaration by co-Applicant Steven Kong that further demonstrates the 
unpredictability of chemical compounds used in photothermographic materials. 
As stated in that Declaration (paragraph 10, page 10), compounds that are useful 
in the present invention as "shelf-aging fog" stabilizers do not necessarily behave 
as "post-processing fog" stabilizers to solve the problem of EP '950. On the other 
hand, Dr. Kong's first Rule 132 Declaration provides evidence that compounds 
of the prior art that are said to be good "post-processing fog" stabilizers are not 
acceptable "shelf-aging fog" stabilizers. Thus, just because compounds have 
similar structures and there are both located on the backside of 
photothermographic materials is not predictive as to what type of problem they 
may solve in the complicated photothermographic imaging chemistry. 

Compounds of the present invention solve the "shelf-aging fog" 
problem but not necessarily the "post-processing fog" problem. Conversely, 
compounds that solve the "post-processing fog" problem do not necessarily solve 
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the "shelf-aging fog" problem. This is clear evidence of unpredictability of 
nitrogen-containing compounds and patentability of the presently claimed 
invention. 

As pointed out above, EP '950 is directed to an entirely different 
problem (i.e. "post-processing fog" or "browning" in an image after development 
or processing, page 4, lines 1-20 and page 5, lines 28-34). Image browning can 
only occur after image formation, and is noticeable when the user views the image 
after it has been displayed on a light box for a period of time. Non-imaged or 
non-processed photothermographic can exhibit a "shelf-aging fog" problem that 
occurs before imaging and processing. This is manifested in a high Dmin after 
processing and before display on a light box. 

Thus, the problems addressed by Applicants and EP '950 are 
totally different and a skilled worker would not be led by EP '950 to solve the 
"shelf-aging fog" problem or to Applicants' solution of the problem. Both 
inventions may be in the same field of imaging science, but that is irrelevant if the 
same problems are not addressed. 

Secondly, Applicants have demonstrated that only certain nitrogen- 
containing compounds solve the "shelf-aging fog" problem and they were not led 
to those specific compounds by a few nitrogen-containing compounds taught in 
EP '950 to solve a totally different problem. More specifically, the compounds 
within Structure V of EP '950 appear to have similar structural characteristics as 
Applicants' Structure II compounds. The Structure V compounds taught in 
EP '950 have "blocking power" sufficient to absorb UV radiation and to prevent 
the undesirable image browning. However, the UV-blocking power of 
Applicants' compounds useful after processing is irrelevant because they were 
found to provide "shelf-aging fog" stability prior to processing. The different 
behaviors of the two types of compounds are critical to solving very different 
problems. Nothing in EP '950 would suggest Applicants' unique classes of 
compounds for a different utility. Since chemical properties are so unpredictable 
from a slight change in chemical structure, the Structure V compounds of EP '950 
for one purpose would not suggest the use of Applicants' Structure II compounds 
for a different purpose. 

Thirdly, while Applicants maintain that EP '950 fails to provide a 
proper prima facie basis for an unpatentability rejection, they have also 
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demonstrated unexpected results. The two Rule 132 Declarations submitted by 
co-Applicant Steven Kong provide evidence that it is unpredictable what type of 
compounds will solve various problems in the complicated chemical environment 
of photothermographic materials. This demonstration of unpredictability is a 
showing of unexpected results and indicative of patentability. 

Neither Akashi et al. nor EP '310 overcomes the deficiencies 
pointed out in EP '950. Akashi et al. is cited for its disclosure of nitrogen- 
containing organic bases whose pKa range is from 0.5 to 10 and includes various 
heterocyclic compounds. EP '310 is cited for disclosing nitrogen-containing 
compounds to provide a material with sufficient coloration after development. 

Applicants believe, first of all, that Akashi et al. and EP '310 are 
improperly combined with EP '950. While all three documents are in the same 
field of endeavor, the primary reference (EP '950) is directed to stabilizing 
images after development (i.e. "post-processing fog") with a specific compound 
on the backside of the material. Akashi et al. and EP '310, however, are directed 
to solving different problems by incorporating specific compounds on the 
frontside on the material. There is no logical reason that a skilled artisan would 
consult Akashi et al. and EP '3 10 to solve a problem that requires a backside 
stabilizer as in EP '950, or in the presently claimed invention. The only 
commonality is that stabilizers of some type are used but the locations of use are 
critically different. In making its unsubstantiated opinion of obviousness, the 
Final Rejection certainly has failed to explain why a "frontside" stabilizer in 
Akashi et al. and EP '310 would be substituted for a "backside" stabilizer in 
EP '950. This opinion is clearly conjecture that is can only be suggested by what 
is found in Applicants' own disclosure. 

Moreover, even if the three references were to be combined, 
"stabilizers" of some sort should be included on both frontside and backside, or 
on either side, but which teaching is to be followed? Applicants haven't put 
stabilizers on both sides of the support. It would be pointless and expensive for 
solving the "shelf-aging fog" problem. They found that only certain stabilizers 
are needed on the backside. Thus, the combined teaching would lead a skilled 
worker farther away from the presently claimed invention. 

Applicants have also pointed out above the unpredictability of 
using various compounds in photothermographic materials because what solves 
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one problem may not solve another. Both of the Rule 132 Declarations of record 
are evidence of this unpredictability. Because of this unpredictability, there is no 
reasonable expectation of success by substituting a compound of Akashi et al. or 
EP '310 into the material of EP '950 and a prima facie basis for unpatentability 
cannot be maintained. 



132 Declaration by co- Applicant Steven Kong. The reasoning given for this in 
the Final Rejection is spurious. Many inventions claimed in patents granted by 
the USPTO each week are such that the problems they solve are not evident in the 
claimed material but in the way the inventions are used. The reasoning in the 
Final Rejection is like saying that an invention for a new gasoline composition 
containing a new additive for fuel efficiency cannot be claimed as a 
"composition 55 because the advantages and problem solved (i.e. fuel inefficiency) 
cannot be observed except when the composition is in the fuel tank of a car in 
operation. Thus, under the reasoning presented by the Examiner, only a "method 
of operating a car' 5 containing the new gasoline composition could be claimed. 
Clearly, this is not what the Patent Statute says. An inventor is not required to 
claim his invention only in the context of where the problem and solution are 
evident. Rather, any new, useful, and patentable composition, method, and article 
are suitable claimable subject matter in patents and the contexts of the problems 
they solve are evidence of patentability and not a requirement for claim language. 

For all of the foregoing reasons, the Section 103 rejection over 
EP '950 with Akashi et al. and EP '310 is in error and should be withdrawn. 

In view of the foregoing remarks, reconsideration of this patent 
application is respectfully requested. A prompt and favorable action by the 
examiner is earnestly solicited. 



If the Examiner is unable to reach the Applicant(s) Attorney at the telephone number provided, the 
Examiner is requested to communicate with Eastman Kodak Company Patent Operations at 
(585)477-4656. 



The Examiner has discounted the probative value of the first Rule 



Respectfully submitted, 



J. Lanny Tucker/s-p 
Rochester, NY 14650 
Telephone: (585) 722-9332 
Facsimile: (585) 477-1 148 




Registration No. 27,678 



-8- 



